REMARKS 

At the outset, the applicants wish to express their appreciation 
to the Examiner for withdrawing the rejections based on the prior art 
and withdrawing the requirement for the recitation relating to "the 
number of straight-chain alkyl groups". 

In the Office Action, the Examiner has rejected claims 1 to 8 
under the judicially created doctrine of obviousness - type double 
patenting as being unpatentable over claims 1 to 9 of U.S. Patent No. 
6,410,492. The Examiner maintains that the ester claimed in the 
referenced patent encompasses the ester claimed in the rejected 
claims. The applicants traverse the Examiner's contention that the 
patented ester encompasses the ester claimed herein. 

The ester claimed in U.S. Patent No. 6,410,492 is obtained from 
b .siVcierythritoI- and a carboxylic acid mixture comprising a specified 
amount of m-pentanoic acid, a speciied amount of m-heptanoic acid, and 
a specified amount of 3, 5, 5-trimethylhexanoic • acid. On the other 
hand, the ester claimed in the instant application is a 
pentaerythritol ester according to a specified formula which may be 
obtained as indicated on page 8 of the application. It is 
respectfully submitted that the refrigerator oil claimed in the 
instant application is not obvious in view of the refrigerator oil 
described and claimed in the cited patent. 

In addition, the applicants respectfully point out that the 
application resulting in U.S. Patent No. 6,410,492 has a PCT filing 
date of September 2, 1999 and a foreign application priority date of 
September 2, 1998. In the present application, as acknowledged by the 
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Examiner in the October 16, 2003 Office Action, the application herein 
and the rejected claims are entitled to a priority date of December 
28, 1989 which is well before the earliest effective date of the cited 
patent. Thus, it is the applicants 1 contention that the patentability 
of the claims in the instant application cannot be affected by a 
patent application or disclosure which did not come into existence 
until more than nine (9) + years later. 

In view of the above, it is respectfully submitted that claims 
1 to 8 herein are not unpatentable in view of U.S. Patent No. 
6,410,492 and the rejection based thereon should be withdrawn. Such 
action is respectfully solicited. 

Respectfully submitted, 
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